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DETAILED ACTION 

1 . The Examiner would like to note that the present application has been 
reassigned to a new Examiner. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1-25 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 15-25 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

5. Claim 15 recited a "device" comprising several components "configured to" 
perform various actions. The specification of the present application states that the 
"present invention may be implemented ... only in software" (1J50). When read in light of 
the specification, one of ordinary skill in the art would have understood the claimed 
functional elements to include software per se, and not be limited to hardware "devices". 
Since the claims not limited to statutory subject matter, it is non-statutory. 
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6. Claim 21 is directed to a system comprising a device similar to the one claimed in 
claim 15. Since claim 21 fails to add any additional elements limiting the claim to 
hardware, it is non-statutory for the reasons discussed above with respect to claim 15. 

7. All claims not individually rejected are rejected by virtue of their dependency from 
the above claims and their failure to correct the above noted deficiencies. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 1-3, 7, 8, 11, 12, 15-17 and 21-25 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Beyda (US 2003/0229670) in view of Kilduff (US 
2003/0236763). 

10. With regard to claim 1 , Beyda discloses a method for messaging with devices in 
order to determine one or more actions to perform, the method comprising: 

storing information associating the one or more actions with a message 
(acceptable responses are associated with a message to be sent to a user) fl|77-78), 
the stored information comprising action information corresponding to the one or more 
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actions that enables applications to perform the one or more actions (the application 
may perform actions in response to the user's decision, such as transferring bank 
funds)(U77-78); 

sending a message to a device, the message including one or more action 
identifiers corresponding to the one or more actions (message containing the allowable 
responses, such as yes/no, is sent to the user)fl|77-78); 

receiving a response message from the device (user responds to the message 
with their choice)(lf77); 

determining an action identifier in the one or more action identifiers from the 
received message (message is parsed to determine whether the message contains an 
allowable response)fl|77-78); 

determining action information in the stored information corresponding to an 
action in the one or more actions using the action identifier (determine what action, if 
any, corresponds to the response)0|77-78); and 

performing the action using the action information (application performs the 
associated action in accordance with the user's response, such as transferring funds as 
requested)0I77-78). 

Beyda fails to specifically disclose that the message sent to the device includes a 
message identifier used to retrieve the stored information associating the actions and 
the message, even though some sort of identification is almost certainly included the 
message since the response message contains only a "1" or "2" and does not contain 
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the original alert message 0177). Some mechanism must be used to determine which 
actions are associated with the "1" or "2". 

Ahmed discloses a similar system for sending and receiving electronic messages 
(Abstract). Ahmed teaches utilizing a message identifier associated with an original 
message to identify a reply to the original message (col. 9, 1. 62 to col. 10, 1. 20). This 
would have been an advantageous addition to the system disclosed by Beyda, since it 
allows reply messages to be associated with original messages without requiring the 
reply messages to duplicate the content of the original message (Ahmed; col. 10, II. 16- 
20). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to include an identifier in the message sent to the device 
and to include the identifier in any response message to allow the middleware to 
determine which alert message is associated with the choice included in the response 
message and thereby determine which actions, if any, to perform. 

1 1 . With regard to claim 2, Beyda further discloses that the action information 

comprises information compatible with a web-based application, wherein the 
web-based application is used to perform the action (alerts may be received from e-mail 
applications)flI37). 
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12. With regard to claim 3, Beyda further discloses that the sent message comprises 
a text-based message and the response message comprises a text-based message 
(both messages may be instant messages)flI77). 

13. With regard to claim 7, Beyda further discloses that sending the 
message to the device comprises sending the message to a mobile device (devices 
may be mobile)fl[28). 

14. Claim 8 is rejected under the same rationale as claim 1 , since they recite 
substantially identical subject matter. Any differences between the claims do not result 
in patentably distinct claims and all of the limitations are taught by the above cited art. 

1 5. With regard to claims 1 1 and 12, Beyda further discloses that the sent message 
and the text message each comprise a plain-text message (both messages may be 
instant messages)0I77). 

16. Claim 1 5 is rejected under the same rationale as claim 1 , since they recite 
substantially identical subject matter. Any differences between the claims do not result 
in patentably distinct claims and all of the limitations are taught by the above cited art. 
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1 7. With regard to claim 1 6 and 1 7, Beyda further discloses that the generated 
message comprises a text message and the response message comprises a text 
message (both messages may be instant messages)(U77). 

18. Claim 21 is rejected under the same rationale as claim 1 , since they recite 
substantially identical subject matter. Any differences between the claims do not result 
in patentably distinct claims and all of the limitations are taught by the above cited art. 

1 9. With regard to claim 22, Beyda further discloses that the one or more devices 
comprise mobile devices (devices may be mobile)fl|28). 

20. With regard to claims 23 and 24, Kiiduff further discloses that the mobile devices 
are configured to receive and send messages exclusive of web-based messages (SMS 
messages may be used by mobile telephones and PDAs)fl|43). 

21 . With regard to claim 25, Beyda further discloses that the application comprises a 
web-based application (application may be an e-mail applications)(U37). 

22. Claims 4 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Beyda (US 2003/0229670) in view of Kiiduff (US 2003/0236763) further in view of 
Official Notice. 



Application/Control Number: 10/687,219 Page 8 

Art Unit: 2453 

23. With regard to claims 4 and 14, while the system disclosed by Beyda and Kilduff 
shows substantial features of the claimed invention (discussed above), it fails to 
disclose sending a result of the performed action to the device. 

The Examiner takes Official Notice that notifying a user of an execution result 
was old and well known in the art. In the context of electronic communications, it would 
be particularly advantageous to notify the user whether the action was properly 
completed because the response message could have been lost in transmission, and 
the user would not know. Furthermore, it would have been advantageous to notify the 
user whether the execution was successful to give the user an opportunity to take 
corrective action if the requested action was not successfully performed. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to notify the user of the execution result by sending a 
result of the performed action to the device. 

24. Claims 5, 6, 13, 19 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Beyda (US 2003/0229670) in view of Kilduff (US 2003/0236763) 
further in view of Arneson et al. (US 2001/0056508). 

25. With regard to claims 5 and 6, while the system disclosed by Beyda and Kilduff 
shows substantial features of the claimed invention (discussed above), it fails to 
disclose determining information indicative of the device, including information specific 
to the device and information specific to a user associated with the device, based on the 



Application/Control Number: 10/687,219 Page 9 

Art Unit: 2453 

response message, and retrieving the stored information in response to the message 
identifier and the information indicative of the device. 

Arneson discloses a similar system for notifying a user of event and allowing the 
user to reply to the notification with instructions to perform desired actions fl|1 0-1 1 ). 
Arneson teaches determining, from a response message, information specific to the 
device (identifier of calling device) and information specific to a user associated with the 
device (claim check) 0[53). This information is used to retrieve stored event information 
from a database (lf53; 1f60). This would have been an advantageous addition to the 
system disclosed by Beyda and Kilduff since it would have allowed the stored event 
information to be associated with both users and devices, allowing the system to share 
event messages among multiple users, yet still determine the actions desired by each 
respondent (Arneson; 1|53). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to use information specific to a device and information 
specific to the user of the device to retrieve stored information since it would have 
allowed the system to share event messages among multiple users, yet still determine 
the actions desired by each respondent. 

26. Claims 13, 19 and 20 are rejected under the same rationale as claims 5 and 6, 
since they recite substantially identical subject matter. Any differences between the 
claims do not result in patentably distinct claims and all of the limitations are taught by 
the above cited art. 
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27. Claims 9, 10 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Beyda (US 2003/0229670) in view of Kilduff (US 2003/0236763) further in view of 
Steinberg et al. (US 7,318,098). 

28. With regard to claims 9, 10 and 18, while the system disclosed by Beyda and 
Kilduff shows substantial features of the claimed invention (discussed above), it fails to 
disclose that the information that enables one or more actions to be performed 
comprises web-based information, such as a URL, or that the performed actions are 
web-based actions. 

Steinberg discloses a similar system for providing messages to mobile devices 
that allow users of the devices to perform certain actions (col. 2, II. 1-35). Steinberg 
teaches storing web-based information, including URLs needed to communicate with 
web servers (col. 6, II. 31-45) for performing web-based actions such as monitoring and 
bidding in on-line auctions (col. 6, II. 46-65). This would have been an advantageous 
addition to the system disclosed by Beyda and Kilduff since it would have allowed users 
to interact with web based applications without requiring the users' devices to be web- 
enabled. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to store information, such as URLs, necessary for the 
users to interact with web-based applications with devices that are not web-enabled. 



Application/Control Number: 10/687,219 Page 1 1 

Art Unit: 2453 

Conclusion 

29. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to AARON STRANGE whose telephone number is 
(571)272-3959. The examiner can normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ario Etienne can be reached on 571-272-4001 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Aaron Strange/ 
Examiner, Art Unit 2453 



